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DETAILED ACTION 

After further consideration, the restriction requirement mailed on November 2, 
2005 is vacated and a new requirement follows: 

Examiner Comment 

Claims 11-15 and 16-20 are considered improper dependent claims because 
they fail to pass the infringement test (see MPEP 608.01 (n) III). The test for a proper 
dependent claim under the fourth paragraph of 35 USC 1 12 is whether the dependent 
claim includes every limitation of the claim from which it depends. Furthemriore, while 
features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429,1431- 
32. (see also MPEP 21 14, R-1) Thus, functional portions of an apparatus claim are 
given no weight to the claim. Claim 1 1 (implant cutting device) and claim 16 (implant 
capsule loader) have different structural limitations to claim 1 (implant delivery device). 
Therefore, claims 1 1 and 16 are considered to be independent claims with claims 12-15 
and 17-20 (respectively) depending on their independent claims. 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 
I. Claims 1-10 and 24-29 are drawn to an Implant delivery device/kit, 
classified in class 606, subclass 99. 
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II. Claims 11-15 and are drawn to cutting device, classified in class 606, 
subclass 79. 

III. Claims 16-20 are drawn to implant capsule loader, classified in class 606, 
subclass 86. 

IV. Claims 21-23, drawn to an implant delivery system, classified in class 606, 
subclass 93. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as a cigar cutter. See MPEP § 806.05(d). 

Inventions I and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention III has separate utility 
such as being implanted in to a bone, where the "leaves" can act as anchors. See 
MPEP § 806.05(d). 

Inventions II and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as a cigar cutter. See MPEP § 806.05(d). 
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Inventions IV and I are related as combination and subcombination, inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the implant delivery device does 
not necessarily need the "snap-bead groove" or "serrated teeth" to deliver the implant. 
The subcombination has separate utility such as a syringe. 

Inventions IV and II are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because a knife can cut the "protruding 
portion" of the implant. The subcombination has separate utility such as a cigar cutter. 

Inventions IV and III are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the Implant can be directly loaded 
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into the hollow outer shaft of the implant delivery device rather than into the loader. 
The subcombination has separate utility such as a screw anchor for drywall. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

a. figures 1-3 

b. figures 5 

c. figure 8b-c and figure 9b-c 

d. figure lOb-c and figure 1 1b-c. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, 1 and 21 appear to be generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
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are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Kim whose telephone number is (571) 272-2817. 
The examiner can normally be reached on M-F 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infomiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




